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DETAILED ACTION 

1. This is in response to tlie communication filed on January 12, 2001. Claims 
1-20 are pending in this application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the nnanner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

2. Claims 5 and 9 are rejected under first paragraph of 35 U.S.C. 112 for being 
unclear and not being fully precise. 

3. As for claim 5, the applicant failed to distinctly describe what "points" are and 
what "points" are going to be used for. 

4. As for claim 9, the applicant failed to distinctly describe what "performance 
rating" is used for in the invention. It is unclear whether "performance 
rating" is used to display to other members or used for tracking purposes. 
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Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

5. Clainns 1-20 are rejected under 35 U.S.C. 101 because the invention as 
claimed is directed to non-statutory subject nnatter. 

6. Claims 19 and 20 recite a system and a method comprising a series of 
steps to be performed. Claims 1-18 disclosed an application in the 
technological or useful arts. Furthermore, the claims do not define a 
computer program, a data structure, non-functional descriptive material, (i.e. 
mere' data) or a natural phenomenon. 

7. Claims 1-20, the invention set forth in these claims describes: 

• Claims 1, 13, 14, 15, 17 and 19, receives a product request based 
on a displayed list of available products, determining an appropriate 
package/mailer, and determining the required postage or shipping fee for the 
requested product and mailer, with out combining these separate items into 
a finished package that may be shipped to the buyer after the buyer has 
made payment for the requested product and shipping fees . 
Where: 
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• The exchanges of various types of confirmation in claims 8-12, 16 and 
17, the claimed invention does not require that the package to be sent to the 
buyer. 

8. It is further noted that applicant has not recited in these claims a specific 
process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof, which is either: 

• altered or changed or modified by the invention recited in claims; or 

• utilizes the result of the invention recited in these claims. 

9, It is further noted in regard to claims 1-20, which as claimed applicant has 
not claimed: 

• computer processing, the claims fail to recite that the data is 
transformed; or 

• computer processing, the claims fail to recite that the data is 
manipulated; or 

• process steps or physical acts/operations that would affect the internal 
operation of a computer/machine found to be statutory in either 

In re Mcllroy 170 USPQ 31 (CCPA, 1971) or In re Waldbaum 173 
USPQ 430 (CCPA, 1972); or 

• process steps or physical acts/operations that would be considered as 
going beyond the manipulation of the "abstract ideas" found to be 
non-statutory in In re Wnnnerdnm 31 USPQM 1754 (CAFC, 1994); 
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• a concrete and tangible practical application of either: 

• (1) the invention as a whole; or 

11. The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
For a claimed invention to be statutory, the claimed invention must be within 

the technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, 
natural phenomena) that do not apply, involve, use, or advance the technological 
arts fail to promote the "progress of science and the useful arts" (i.e., the physical 
sciences as opposed to social sciences, for example) and therefore are found to be 
non-statutory subject matter. A claim limited to a machine or manufacture which 
has practical application in the technological arts is statutory. In most cases, a 
claim to a specific machine or manufacture will have practical application in the 
technological arts. See MPEP 2106, 2100-14 (quoting In re Alappat, 33 F.3d at 
1544, 31 USQ2d at 1557). Additionally, for subject matter to be statutory, the 
claimed process must be limited to a practical application of the abstract idea or 
mathematical algorithm in the technological arts. See In re Alappat 33 F.3d at 
1543, 31 USPQ2d at 1556-57 (quoting Diamond V. Diehr, 450 U.S. at 192, 209 
USPQ at 10). For a process claim to pass muster, the recited process must 
somehow apply, involve, use, or advance the technological arts. See In re 
Musgrave, 431 F.2d 882, 167 USPQ 280 (CCPA 1970). 
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As to technological arts recited in the preamble, mere recitation in the 
preamble (i.e., intended or field of use) or mere implication of employing a machine 
or article of manufacture to perform some or all of the recited steps does not confer 
statutory subject matter to an otherwise abstract idea unless there is positive 
recitation in the claim as a whole to breathe life and meaning into the preamble. In 
the present case, none of the recited steps are directed to anything in the 
technological arts as explained above. Looking at the claim as a whole, nothing the 
body of the claim recites any structure or functionality to suggest that a computer 
performs the recited steps. Therefore, the preamble is taken to merely recite a 
field of use. 

Additionally, for a claimed invention to be statutory, the claimed invention 
must produce a useful, concrete, and tangible result. An invention, which is eligible 
or patenting under 35 U.S.C. 101, is in the "useful arts" when it is a machine, 
manufacture, process or composition of matter, which produces a concrete, 
tangible, and useful result. The fundamental test for patent eligibility is thus to 
determine whether the claimed invention produces a "use, concrete and tangible 
result". See AT&T v. Excel Communications Inc., 172 F.3d at 1358, 50 USPQ2dat 
1452 and State Street Bank & Trust Co, v. Signature Financial Group, Inc., 149 
F.3d at 1373, 47 USPQ2d at 1601 (Fed. Cir. 1998). The test for practical 
application as applied by the examiner involves the determination of the following 
factors" 

(a) "Useful" - The Supreme Court in Diamond v. Dieiir requires that the 
examiner look at the claimed invention as a whole and compare any 
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asserted utility with the claimed invention to determine whether the 
asserted utility is accomplished. Applying utility case law the examiner 
will note that: 

i. the utility need not be expressly recited in the claims, rather it may 
be inferred. 

ii. if the utility is not asserted in the written description, then it must 
be well established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 
(Fed. Cir. 1994), the examiner will determine whether there is simply a 
mathematical construct claimed, such as a disembodied data structure 
and method of making it. If so, the claim involves no more than a 
manipulation of an abstract idea and therefore, is nonstatutory under 35 
U.S.C, 101. In Warmerdam the abstract idea of a data structure became 
capable of producing a useful result when it was fixed in a tangible 
medium, which enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be 
assured. An appropriate rejection under 35 U.S.C. 101 should be 
accompanied by a lack of enablement rejection, because the invention 
cannot operate as intended without undue experimentation. 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts 
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as explained above, claim 1 is deemed to be directed to non-statutory 
subject matter. 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth In section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the Invention was made to a person having 
ordinary sl<lll in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

12. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Stephen Huxter (2002/0107820) hereinafter referenced 

as Huxter in view of Daniel DIugos, (5,914,463), hereinafter referenced as 

DIugos. 

As Per Claim 1: 

Huxter discloses a method wherein, a method for enabling a product transfer 
transaction between a buyer and a seller, comprising, [{figl}; illustrates the 
process for arranging the delivery of goods purchased]: 
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receiving via a communication network a product request from a buyer to 
obtain a product from a seller, wherein the seller is at a remote location from the 
buyer, [{fig 8}; customer registration process]; and 

determining a mailer to send to the seller for the seller to place the 
requested product in the mailer and send the mailer with the product to the buyer, 
[{fig 2}; network architecture for a server used to arrange the delivery]; but 
Huxter lacks a method that 

determines a postage amount associated with the product request for 
placement on the mailer. 

DIugos discloses a method wherein, determining a postage amount 
associated with the product request for placement on the mailer, [{col. 5, lines 54- 
55}; determine the charge required by a carrier for transporting a package or 
parcel]. 

Therefore, it would have been obvious for one of ordinary skill in the art at 
the time of the invention was made to modify Huxter's method in conjunction with 
DIugos' method to emulate an invention that deals with a communication network 
a product request from a buyer and determine a postage amount, which 
additionally verifies the products data and its origin. 

As Per Claim 2: 

Huxter discloses a method that further comprising the step of sending 
information on the mailer, [{fig 4}; client interfaces used by a customer]; and a 
buyer and seller address, [{figS}; customer prompted to enter a email address]; to 
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a fulfillment center, wherein the fulfillment center sends the mailer with postage to 
the seller for the seller to place products in the mailer and send the mailer with 
products to the buyer, [{fig2}; used to arrange the delivery], but Huxter lacks a 
method that deals with postage amounts. 

DIugos discloses a method wherein deals with the postage amounts, [{col. 5, 
lines 54-55}; determine the charge required by a carrier for transporting a package 
or parcel]. 

Therefore, it would have been obvious for one of ordinary skill in the art at 
the time of the invention was made to modify Huxter's method in conjunction with 
DIugos' method to emulate an invention that deals with sending information on the 
mailer and postage amounts, which additionally verifies the products data and its 
origin. 

As Per Claim 3: 

Huxter discloses a method wherein, further comprising the step of processing 
a charge to the buyer based upon the product request, [{fig 19, 2002}, shipping 
rates]. 

As Per Claim 4: 

Huxter discloses a method wherein a currency quantity is transferred from 
the buyer*s account to an account of the seller, [{fig 13, 652}; has a payment 
dispatched to host]. 
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As Per Claim 5: 

Huxter discloses a method wlierein the currency quantity comprises points 
accumulated from a previous product transfer, [{fig 14, 651}; calculates monthly 
fees]. 

As Per Claim 6: 

Huxter discloses a method wherein the currency quantity required to 
purchase the requested product is predetermined by the seller, [{fig 14, 651}; 
calculates monthly fees]. 

As Per Claim 7: 

Huxter discloses a method wherein further comprising displaying to the 
seller pricing information of similar items by other sellers, [{fig 19, 2008}; has a 
web page for inventory]. 

As Per Claim 8: 

Huxter discloses a method wherein further comprising the step of sending a 
confirmation request to the seller that the seller confirm seller will fulfill the product 
request, [{fig 23, 2403}, has a email address so that information is sent to the 
valid email address]. 

As Per Claim 9: 

Huxter discloses a method wherein a performance rating of the seller is 
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adjusted based on whether the seller confirms or cancels the product request from 
the buyer in response to the confirmation request, [{fig 8, 101, 102}, customer 
goes to By Box, register details done]. 

As Per Claim 10: 

Huxter discloses a method wherein the product request is cancelled if the 
seller fails to respond to the confirmation request within a predetermined time, 
[{fig 8, 101, 102}, customer goes to By Box, register details done]. 

As Per Claim 11: 

Huxter discloses a method wherein a performance rating of the seller is 
adjusted based on whether the seller confirms or cancels the product request within 
a predetermined time frame, [{fig 8, 101, 102}, customer goes to By Box, register 
details done and {fig 12a, 525}, LlOO keeps the parcel ID valid for the next 5 
minutes]. 

As Per Claim 12: 

Huxter discloses a method wherein further comprising sending a 
confirmation request to the buyer that the buyer confirm buyer has received the 
requested product, [{fig 8, 104}, email address is used to send information]. 

As Per Claim 13: 

Huxter discloses a method wherein the step of determining a mailer for the 
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seller to ship the products to the buyer is based on the number and type of 
products requested by the buyer, [{fig 13, 601}; delivery management engine 
calculates]. 

As Per Claim 14: 

Huxter discloses a method wherein the step of to place on the mailer is based 
on the weight of the products requested by the buyer and the weight of the mailer, 
[{fig 32, 3201}; read package weight] but Huxter lacks determining a postage 
amount. 

DIugos discloses a method wherein determining a postage amount, [{col. 5, 
lines 31-33}; shipping system which determines shipping charge] 

Therefore, it would have been obvious for one of ordinary skill in the art at 
the time of the invention was made to modify Huxter's method in conjunction with 
DIugos' method to emulate an invention that deals weight of the products and 
postage amount, which additionally verifies the products data and its origin. 

As Per Claim 15: 

Huxter discloses a method wherein the step of receiving via a communication 
network a product request from a buyer to obtain products from a seller further 
comprises, [{see fig 7, 1103}; communication device]: 

identifying other products available from the seller that are available, [{see 
fig 19, 2008}; displays the inventory from the web pages]; 
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and displaying tlie other available products to the buyer so that the buyer 
can request additional products from the seller, [{fig 20, 2113}; combine with 
customer preference to give search criteria]. 

As Per Claim 16: 

Huxter discloses a method wherein further comprising displaying to a buyer a 
member rating of a seller, [{fig 23, 2403}, ebay also displays this process, 
information is sent to the buyer through email]. 

As Per Claim 17: 

Huxter discloses a method wherein further comprising: receiving from the 
buyer the name of a carrier to deliver the mailer; and receiving from the buyer the 
class of delivery, [{fig 23, 2407}; through email customer confirms personal CD 
and courier preferences]. 

As Per Claim 18: 

Huxter discloses a method wherein further comprising receiving from the 
buyer a proof of delivery requirement, [{fig 23, 2407}; through email customer 
confirms personal CD and courier preferences]. 

As Per Claim 19: 

Huxter discloses a method wherein a computer-implemented system for 
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enabling a product transfer transaction between a buyer and a seller, comprising, 
[{fig 2, 1080}; software system allows transfer]: 

a software application component for receiving via a communication network 
a product request from a buyer to obtain products from a seller, wherein the seller 
is remote from the buyer, including, [{fig 2, 1080}; software system allows 
transfer]: 

a mailer determining component for determining an appropriate mailer to 
send to the seller for the seller to place the requested product in the mailer and 
send the mailer with the product to the buyer, [{see fig 10, 1014} has a delivery 
interface]; 

a data storage component for storing information on a plurality of buyers and 
sellers, [{see fig 23, 2415}; cookies written to customer's device], but Huxter 
lacks a postage determining component for determining an appropriate postage 
amount to place on the mailer; and 

DIugos discloses a method wherein a postage determining component for 
determining an appropriate postage amount to place on the mailer, [{col.l, lines 
54-55}; determine the charge for transporting parcel]. 

Therefore, it would have been obvious for one of ordinary skill in the art at 
the time of the invention was made to modify Huxter's method in conjunction with 
DIugos' method to emulate an invention that deals the mailer sending to seller with 
postage amounts, which additionally verifies the products data and its origin. 



Application/Control Number: 09/759,487 Page 16 

Art Unit: 3639 

As Per Claim 20: 

Huxter discloses a metliod wherein said data storage component contains a 
record of products each seller has available for transfer, [{fig 2, 1068}; storage 
device used to store information]. 

Conclusion 

Any concerns in regard to this communication, the examiner Jon Bass can 
,be reached at (571) 272-6905 between the hours of 9-6pm Monday through 
Friday. The fax number for the establishment where the application is being 
process is (571) 273-8300. 

If an attempt to reach the examiner is unsuccessful for any reason, the 
examiner's immediate supervisor, John Hayes can be reached at (571) 272- 
6708. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished is available through Private PAIR only. For more 
information about the PAIR system, see http:// pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-271-9197 (toll free). 

Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
C/0 Technology Center 3600 
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